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Election/Restrictions 
Applicant's election of Group II, claims 1, 2, 19-32 in the reply filed on 5-23-2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

Claims 3-18 and 33-40 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention. 

Drawings 

Figures 1 and 2 should be designated by a legend such as —Prior Art— because only that 
which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 
CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the application. 
The replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. See 
pages 2-4 of the specification. 

Claim Objections 

Claims 19, 21-30 and 32 are objected to because of the following informalities: the 
amended claims should be identified as amended using status identifiers. Appropriate correction 
is required. It is noted that the non-elected amended claims should be so identified also. 
Applicant should submit a substitute copy of the amended claims submitted 9-22-2005. In claim 
30, it is believed that the line 1 word "substrata" should be "substrate". 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, 2 and 19-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The definition of copolymer (a) in the claims fail to clearly recite that 
the "photocurable functional group" is an ethylenically unsaturated group. The recitation "are 
linked at least" in claim 1 definition of copolymer (a) raises the issue of whether the acid group 
and the photocurable group are bonded ("linked") or whether applicant intends to set forth 
different monomer units copolymerized to form the copolymer. The phrase "photocurable 
groups" in the definition of photocurable compound ( c ) does not set forth what kind of 
photocurable group(s) is/are suitable or whether only one kind of photocurable group is present 
or more than one kind of photocurable group is present. 

There is no antecedent basis in claim 19 for the recitation in claim 21 . Claim 21 should be 
dependent from claim 20. With respect to claim 24, it is not clear whether the phrase within 
parentheses is intended to be a positive recitation in the claim. It is suggested that the claim recite 
"elastic deformation modulus against. . . after curing wherein the elastic deformation amount is 
defined as 100 X elastic deformation amount/ total deformation". There is no antecedent basis in 
claim 19 for the recitation including compound ( c ) and compound (d) in claim 27. Claim 27 
should depend from claim 25. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al 
(6,410,206) in view of Sakurai et al (6,013,415). Ueda et al disclose the invention as claimed in 
Claims 1 and 2 except for photocurablc compound ( c ). The photocurable compound taught has 
three or more photocurable groups but no acidic functional group. 

Sakurai et al teach analogous compositions wherein the polyfunctional monomer can be 
a monomer having at least three photocurable functional groups or at least three photocurable 
groups and an acidic functional group (column 6, line 43, to column 7, line 35). Sakurai et al 
teach that the polyfunctional monomer enhances pixel strength, pixel surface smoothness and 
hardly produce film stains or residues on a substrate of a color filter. 

It would have been obvious to one skilled in the art at the time of the invention to 
substitute or add a photocurable monomer of formula (2) taught by Sakurai et al in analogous 
compositions as the monomer in the compositions disclosed by Ueda et al. One skilled in the art 
at the time of the invention would have been motivated by a reasonable expectation of providing 
a useful composition for producing a color filter having the enhanced properties taught by 
Sakurai et al. 
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Claims 1, 2 and 19-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
2002-1 16538 in view of Sakurai et al (6,013,415). JP '538 discloses the invention as claimed 
except for photocurable compound ( c ). See the claims and paragraphs [0006] to [0035], [0071] 
to [0076], [0078] to [0081], [0092] The photocurable compound taught has three or more 
photocurable groups but no acidic functional group. 

Sakurai et al teach analogous compositions wherein the polyfunctional monomer can be 
a monomer having at least three photocurable functional groups or at least three photocurable 
groups and an acidic functional group (column 6, line 43, to column 7, line 35). Sakurai et al 
teach that the polyfunctional monomer enhances pixel strength, pixel surface smoothness and 
hardly produce film stains or residues on a substrate of a color filter. 

It would have been obvious to one skilled in the art at the time of the invention to 
substitute or add a photocurable monomer of formula (2) taught by Sakurai et al in analogous 
compositions as the polyfunctional monomer in the compositions disclosed by JP '538. One 
skilled in the art at the time of the invention would have been motivated by a reasonable 
expectation of providing a useful composition for producing a color filter having the enhanced 
properties taught by Sakurai et al. With respect to claim 24, the recited modulus would be 
expected to be obtained by the compositions taught by combination of the teachings of JP '538 
and Sakurai et al, it the absence of evidence to the contrary. 

Claims 1, 2 and 19-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sakurai et al (6,013,415) in view of Okazaki et al (WO 01/72858 or 6,730,763). Sakurai et al 
disclose radiation sensitive compositions comprising an alkali-soluble resin, a polyfunctional 
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monomer and a photoinitiator. Alkali-soluble resins obtained from ethylenically unsaturated 
carboxyl group-containing monomer and copolymerizable mono-vinyl monomers. Sakurai et al 
teach compositions wherein the polyfunctional monomer can be a monomer having at least three 
photocurable functional groups or at least three photocurable groups and an acidic functional 
group (column 6, line 43, to column 7, line 35). Sakurai et al teach that the polyfunctional 
monomer enhances pixel strength, pixel surface smoothness and hardly produce film stains or 
residues on a substrate of a color filter. Photoinitiators having tertiary amine groups are disclosed 
in column 9, lines 55-65, column 10, lines 11-13, and lines 49-55. 

Okazaki et al disclose copolymers having malcimidc or succinimide functional groups 
that crosslink by UV triggered dimcrization and provide high weather resistance. 
Copolymerizable monomers for obtaining the copolymers include carboxyl group-containing 
(meth)acrylates. See columns 2-4 and column 6, lines 43-59, column 7, line 57, to column 8, 
line 11. 

It would have been obvious to one skilled in the art at the time of the invention to 
substitute the copolymers taught by Okazaki et al for the copolymers in the analogous 
compositions taught by Sakurai et al. One skilled in the art at the time of the invention would 
have been motivated by a reasonable expectation of providing a useful composition for 
producing a color filter having the enhanced properties taught by Sakurai et al and improved 
weather resistance in a protective coating, as taught by Okazaki et al. With respect to claims 24 
and 3 1 , the recited modulus would be expected to be obtained by the compositions taught by 
combination of the teachings of Sakurai et al and Okazaki et al, it the absence of evidence to the 
contrary. 
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Claims 1, 2 and 19-32 are rejected under 35 U.S.C. 103(a) as being obvious over Hayashi 
et al (7,399,574) in view of Sakurai et al (6,013,415). Hayashi et al disclose curable resin 
compositions for color filters comprising an alkali soluble binder, photoinitiator and 
photocurable compound set forth in the instant claims. The difference is that Hayashi et al '574 
does not set forth a photocurable compound having an acidic functional group and at least three 
photocurable functional groups. Monomers having at least three photocurable functional groups, 
such as dipentaerythritol pentaacrylate, are examples of the disclosed monomers. 

Sakurai ct al teach analogous compositions wherein the polyfunctional monomer can be 
a monomer having at least three photocurable functional groups or at least three photocurable 
groups and an acidic functional group (column 6, line 43, to column 7, line 24). 

It would have been obvious to one skilled in the art at the time of the invention to 
substitute or add a photocurable monomer of formula (2) taught by Sakurai et al in analogous 
compositions as the monomer in the compositions claimed in US '574. One skilled in the art at 
the time of the invention would have been motivated by a reasonable expectation of providing a 
useful composition for producing a color filter, as taught by Sakurai et al. 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
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disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 . 1 3 1 ; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



Claims 1, 2 and 19-32 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 7-22 of U.S. Patent No. 7,399,574 in view of 
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Sakurai et al (6,013,415). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the comprising language of the claimed resin 
composition encompasses the photo initiator and photocurable compound set forth in the instant 
claims. Furthermore, claims 12-16 of '574 recite a photopolymerizable compound and a 
photoinitiator. The claims do not set forth a photoinitiator having a tertiary amine structure; 
however, the examples disclose that the claimed photoinitiators are exemplified by 
photoinitiators having tertiary amine groups. The difference is that the claims of US '574 do not 
set forth a photocurable compound having an acidic functional group and at least three 
photocurable functional groups. Monomers having at least three photocurable functional groups, 
such as dipentaerythritol pentaacrylate, are examples of the claimed monomers. Sakurai et al 
teach analogous compositions wherein the polyfunctional monomer can be a monomer having at 
least three photocurable functional groups or at least three photocurable groups and an acidic 
functional group (column 6, line 43, to column 7, line 24). It would have been obvious to one 
skilled in the art at the time of the invention to substitute or add a photocurable monomer of 
formula (2) taught by Sakurai et al in analogous compositions as the monomer in the 
compositions claimed in US '574. One skilled in the art at the time of the invention would have 
been motivated by a reasonable expectation of providing a useful composition for producing a 
color filter, as taught by Sakurai et al. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Long, II et al (5,319,101) disclose radiation curable polymers derived from reactive imide 
monomers that crosslink by 2 + 2 cycloaddition upon irradiation. Column 8, line 17, to column 
9, line 23, column 10, lines 6-9, 

The following references disclose compositions for color filters: Hirayama et al 
(6,028,123), Itano et al (6,120,973), Sakurai et al (6,140,019), Shimada et al (6,255,034). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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7/16/2008 



/Susan W Berman/ 



Primary Examiner 
Art Unit 1796 



